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1. Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 10, the parent claim of claim 17, discloses a first embodiment (figs. 1-7) of the 
invention showing protrusions whose surface includes regions out of stoichiometric 
compositions. However, the specification never discloses said large protrusions are 
higher in height than the small protrusions as claimed in claim 17. 

2. Claims 9, 12, 13, 18 and 19 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 9, line 13, the phrase "the surface" is unclear as to what surface is it being 
referred to. Is it being referred to the side surfaces of the protrusions , the top surfaces 
of the protrusions or both side and top surfaces of the protrusions? 

Claim 12, line 15, the phrase "the surface" is unclear as to what surface is it being 
referred to. Is it being referred to the surface of the second conductive type nitride 
based semiconductor layer, the side surfaces of the protrusions, the top surfaces of the 
protrusions or both side and top surfaces of the protrusions? 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 9, 12, 13, 18 and 19 insofar, as in compliance with 35 USC 112, are 
rejected under 35 U.S.C. 102(b) as being clearly anticipated by Hayashi et al. (in the 
IDS filed on 12/9/03). 

In regards to claim 9, Hayashi et al. show all the elements of the claimed invention in 
fig. 7(f). It is a nitride based semiconductor light-emitting device [102], comprising: a 
substrate [12]; a first conductive type (p-type) nitride based semiconductor layer [25] 
formed on the substrate [12]; an active layer [24] (n-lnGaN barrier layer/n-lnGaN well 
layer) with a p-n junction (formed between the n-type active layer [24] and the p-type 
cladding layer [25]) formed on said first conductive type nitride based semiconductor 
layer [25], said active layer being made of a nitride based semiconductor layer having 
the p-n junction (formed between the n-type active layer [24] and the p-type cladding 
layer [25]); a second conductive type (n-type) nitride based semiconductor layer [21] 
formed on said active layer [24], said second conductive type nitride based 
semiconductor layer [21] being provided with protrusions, wherein fine recesses (the 
protrusions formed at the bottom of layer [21] having fine recesses.) (See the attached 
enlarged fig. 7(f) at the end of the Office Action) (the recesses are formed on the first, 
third, fifth and sixth protrusions from the right side of the bottom of layer [21]) are formed 
on side and top surfaces of the protrusions; a first ohmic electrode [1 1 ] formed on the 
surface of said second conductive type nitride based semiconductor layer [21]; and a 
second ohmic electrode [10] formed on said first conductive type nitride based 
semiconductor layer [25]. 
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In regards to claim 13, Hayashi et al. show said protrusions have small and large 
ones. 

In regards to claim 19, Hayashi et al. show said large protrusions (third and sixth 
protrusions) are wider in width than the small protrusions (first and fifth protrusions). 

In regards to claim 12, Hayashi et al. show all the elements of the claimed invention 
in fig. 7(f). It is a nitride based semiconductor light-emitting device [102], comprising: a 
substrate [12]; a first conductive type (p-type) nitride based semiconductor layer [25] 
formed on the substrate [12]; an active layer [24] (n-lnGaN barrier layer/n-lnGaN well 
layer) with a p-n junction (formed between the n-type active layer [24] and the p-type 
cladding layer [25]) formed on said first conductive type nitride based semiconductor 
layer [25], said active layer being made of a nitride based semiconductor layer having 
the p-n junction (formed between the n-type active layer [24] and the p-type cladding 
layer [25]); a second conductive type (n-type) nitride based semiconductor layer [21] 
formed on said active layer [24], said second conductive type nitride based 
semiconductor layer [21] being provided with at least two sizes of protrusions (the first 
to eleventh protrusions formed at the bottom of layer [21) (See the attached enlarged 
fig. 7(f) at the end of the Office Action) formed on a surface of the second conductive 
type nitride based semiconductor layer, wherein fine recesses are formed on side and 
top surfaces of the protrusions; a first ohmic electrode [1 1] formed on the surface of said 
second conductive type nitride based semiconductor layer [21]; and a second ohmic 
electrode [10] formed on said first conductive type nitride based semiconductor layer 
[25]. 
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In regards to claim 18, Hayashi et al. further disclose said protrusions have small 
and large ones and said large protrusions (second and third protrusions) are wider in 
width than the small protrusions (first and eleventh protrusions). 

5. Claims 10, 14 and 20 are allowed. 

6. Applicant's arguments filed 4/28/06 have been fully considered but they are not 
persuasive. 

It is urged, in page 5 and 6 of the remarks, that although the embodiment shown in 
Figs. 8A-8D differs from the embodiment of Figs. 1-7 in the manner in which 
protrusions 18 are formed, a p-type electrode 19 is still formed over contact layer 16 
and protrusions 18 (see page 20, line 26 to page 21, line 1), and thus will also result 
in regions of stoichiometric composition on the protrusions, although the 
protrusions are configured differently relative to those of Figures 1-7. However, the 
original specification never discloses the protrusions whose surfaces include regions out 
of stoichiometric compositions can be apply to the embodiment of figs. 8A-8D. The 
embodiment of fig. 8D is formed by process steps that are different than that of the 
embodiment of figs. 1-7. Therefore, the protrusions whose surfaces include regions out 
of stoichiometric compositions in figs. 1-7 may not be formed in the embodiment of fig. 
8D. It is believed that original specification never discloses the claimed subject matters 
as claimed in claim 17. 

It is urged, in pages 7 and 8 of the remarks, that Hayashi never discloses fine 
recesses on the top and side surfaces of the protrusions. However, it is important to 
note that the drawing (fig. 7(f)) of Hayashi is also a part of its specification. Since the 
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enlarged view of fig. 7(f) of Hayashi shows the fine recesses on the top and side 
surfaces of the first to eleventh protrusions, Hayashi discloses the claimed subject 
matters as claimed in claims 9, 12, 13, 18 and 19. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Loke whose telephone number is (571) 272- 
1657. The examiner can normally be reached on 8:00 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on (571) 272-1732. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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